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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

. earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 16 May 2006 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 
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9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR LI 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's amendment filed on May 16, 2006, which amends the specification, 
has been entered. 

2. Claims 1-13 are pending. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. The rejection of claims 1-13 under 35 U.S.C, 112, second paragraph, as being unclear in 
light of the specification, as set forth in the Office action mailed January 18, 2006, is overcome 
by applicant's amendment of the specification. 

4. Claims 1 and 13 stand rejected under 35 U.S.C. 102(b) as being anticipated by Inoue et 
al. (US 5,635,308) for reasons of record in the Office action mailed September 01, 2005. 

5. Claims 1 and 13 stand rejected under 35 U.S.C. 103(a) as being unpatentable over Inoue 
et al. (US 5,635,308) for reasons of record in the Office action mailed September 01, 2005. 
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6. Claims 2-7 stand rejected under 35 U.S.C. 103(a) as being unpatentable over Tanaka (US 
5,717,289) in view of Inoue et al. (US 5,635,308) for reasons of record in the Office action 
mailed September 01, 2005. 

7. Claims 8-12 stand rejected under 35 U.S.C. 103(a) as being unpatentable over Inoue et al. 
(US 5,635,308) in view of JP 10-025472 for reasons of record in the Office action mailed 
September 01, 2005. 

8. Applicant's arguments filed May 16, 2006 have been fully considered but they are not 
persuasive. 

With respect to the rejection under 35 U.S.C. 112, 2 nd paragraph, the rejection is 
overcome by applicant's amendment. However, the examiner provides the additional remarks 
with respect to applicant's arguments. The claims must be clear in light of the specification. In 
the present case, applicant originally provided specific examples in the specification which were 
not within the scope of the claims if one gives the claim terminology conventional meanings, but 
the specification did not provide a clear alternative definition of the claim terminology (i.e. clear 
alternative to conventional meanings). The apparent conflict between the conventional meanings 
of the claim terminology and the examples in the specification that were said to be within the 
scope of the claimed formula raised a question as to the scope of compounds covered by the 
claimed formula. 
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With respect to the prior art rejections, some of applicant's arguments are contradictory 
to the original disclosure, and some of applicant's arguments are contradictory within the 
response and confusing. 

The examiner acknowledges that in the section of the Office action mailed January 18, 
2006 which addressed applicant's prior arguments, the examiner mischaracterized the biaryl 
groups of the compound of formula A- 16 in the present specification as 9,9 f -bianthracene-10,10'- 
diyl groups. As correctly noted in the arguments filed May 16, 2006, the biaryl groups of the 
compound of formula A- 16 are actually 9,9 ? -bianthracene-10-yl groups. There is no additional 
substituent at the 10' position of the bianthracene group. In contrast, the 9,9'-bianthracene 
compound of Inoue's Compound No. VII-21 is substituted at both the 10 and 10' positions. 
However, this difference does not place Inoue's 9,9'-bianthracene group outside the scope of a 
biaryl group having a bond capable of giving internal rotational isomerism. The 9,9'- 
bianthracene-10,10'-diyl group of Inoue's Compound No. VII-21 and the 9,9'-bianthracene-10-yl 
groups of the compound of present formula A- 16 both contain the 9,9'-bianthracene structure 
represented by the sixth formula on page 25. Based on the last paragraph on page 24, the 9,9'- 
bianthracene structure represented by the sixth formula on page 25 provides the basic skeleton 
structure of a substituent having a biaryl group which has the axis capable of given the internal 
rotational isomerism. This basic skeleton may be substituted, but substitution is not required. 
Based on teachings in the last paragraph on page 24 and the sixth formula on page 25, a 9,9'- 
bianthracene-10-yl group or a 9,9'-bianthracene-10,10'-diyl group would equally meet the 
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limitations of a biaryl group having a bond capable of giving internal rotational isomerism since 
both groups contain the 9,9-bianthracene structure of the sixth formula on page 25. 

Applicant argues that it is known that free rotation is inhibited about the 9,9 f -bond of 9,9 - 
bianthracene, so that the anthracene nuclei are not coplanar, but that the mirror images are 
superimposable and therefore enantiomerism is impossible. Based on this argument, it appears 
that the sixth formula shown on page 25 should not have been included as an example of a basic 
skeleton structure of a substituent having a biaryl group having an axis capable of giving internal 
rotational isomerism. 

With respect to the compound of present formula A- 16, applicant argues that all biaryl 
groups in the compound are 9,9'-bianthracene-10-yl groups, that free rotation about the 9,9'-bond 
is hindered, and mirror images that are not superimposable exist. With respect to a 9,9'- 
bianthracene-10,10'-yl group such as in Inoue's Compound No. VII-21, applicant argues that free 
rotation in hindered about the 9,9-bond but that the mirror images are superimposable. It is not 
clear to the examiner why/how the hindrance of free rotation about the 9,9'-bond in a 9,9'- 
bianthracene-10-yl group results in non-superimposable images while the hindrance of free 
rotation about the 9,9'-bond in a 9,9 , -bianthracene group or a 9,9 , -bianthracene-10,10'-yl group 
results in superimposable images; the 9,9'-bianthracene structure, per se, of each group is the 
same. 

The examiner also respectfully disagrees with applicant's arguments regarding the 
teachings of Shi et al. Applicant appears to confuse how the structure of a compound can be 
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depicted on paper versus the actual structure of a compound as it exists in three-dimensional 



9. Any inquiry concerning this communication should be directed to Marie R. Yamnitzky at 
telephone number (571) 272-1531. The examiner works a flexible schedule but can generally be 
reached at this number from 6:30 a.m. to 4:00 p.m. Monday, Tuesday, Thursday and Friday, and every 
other Wednesday from 6:30 a.m. to 3:00 p.m. 

The current fax number for all official faxes is (571) 273-8300. (Unofficial faxes to be sent 
directly to examiner Yamnitzky can be sent to (571) 273-1531.) 
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